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- The MAILING DA TE of this communication appears on the cover sheet with the correspondenc address - 
Period f rR ply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION, 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

!)□ Responsive to communication{s) filed on . 

2a)n This action is FINAL. 2b)M This action is non-final. 

3) 0 Since this application is in condition for allowance except for fonnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Clainfis 

4) ^ Claim(s) 1-25 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) S Claim{s) 7-25 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)\3 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing{s) be held in abeyance. See 37 CFR 1.85(a). 

11) D The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

3)0 All b)n Some*c)n None of: 

1 Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Appticafion No. . 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 



1) S Notice of References Cited (PTO-892) 

2) n Notice of Draflsperson's Patent Drawing Review (PTO-948) 

3) ^ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 



4) n Inten^iew Summary (PTO-41 3) Paper No(s). 

5) □ Notice of Informal Patent Application {PTO-152) 

6) n Other: 



U.S. Patent and Trademark Office 

PTO-326 (Rev. 04-01) 
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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1. Tke following is a quotation of tke appropriate paragraphs of 35 U.S.C. 102 that form 

the tasis for the rejections tmJer this section made in this Office action: 
A person skall te entitled to a patent unless — 

(t) tke invention was patented or descrited in a printed pullication in tkis or a foreign country or in puLlic use or on 
sale in tkis country, more tkan one year prior to tlie date of application for patent in tke United States. 

2. Claims 21-23 are rejected under 35 U.S.C. 102(h) as heing anticipated hy Kawasaki et al 

(US 5576075). 

Claim 2 1 : Kawasaki teaches an imltrasonicator is provided to ultrasonic ate a stream of 
liquid dispersion of primary particles. Column 4, lines 30-50. The ultrasonicator would he ahle 
to treat agglomerated or imagglomerated particles, as the specific makeup of the dispersion is not 
part of tke apparatus. A filter memher is provided to filter the restdting tiltrasonicate stream 
containing a dispersion of de-agglomerated primary particles. Column 6jines 35-55. 

Claim 22: a coater is provided to coat the filtered stream onto a receiver. Column 2, lines 
35-55, colvunn 20, lines 40-55 and fig\ire 3. 

Claim 23: the coated receiver is suhstantially free of agglomerated primary particles. 
Column 1, lines 5-20 and column 36, lines 1-10. 



3, claims 1,2^ 11 and 14 are rejected under 35 U.S.C. 102(h) as heing anticipated hy Min 

et al (US 4112549). 
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Min teaches a process for sonicating a stream containing a dispersion of agglomerated 
primary particles. Column 2, line 50 tkrougk column 3, line 10. Tke sonicated stream is 
furtker filtered. Column 4, lines 20-30. Tke stream includes a gas carrier, air. Column 3, lines 
30-35. 

Claim 2: tlie resulting stream is coated onto a receiver surface. Column 4, lines 20-40 
and colvmin 1, lines 5-15. 

Claim 11: Tke stream includes a gas carrier, air. Coltmin 3, lines 30-35. 

claim 14: tke de-agglomerated particles are separated from tke stream after applying to 
tke forming means. Column 4, lines 20-40. 

claim RejQciions - 3S USC § 103 

4. Tke following is a quotation of 35 U.S.C. 103(a) wkick forms tke kasis for all 

okviousness rejections set fortk in tkis Office action: 

(a) A patent may not Le ottaineJ tliougli tke invention is not identically disclosed or described as set fortk m 
section 102 of tkis title, if tke differences ketween tke sukject matter sougkt to ke patented and tke prior art are 
suck tkat tke sukject matter as a wkole wotJd kave Leen otvious at tke time tke invention was made to a person 
kaving ordinary skill in tke art to wkick said sukject matter pertains. Paten takikty skaD not ke negatived ky tke 
manner in wkick tke invention was made. 

5. Claims 1-2, 5-6, 8-10, 12-19 and 24-25 are rejected under 35 U.S.C. 103(a) as keing 
impatentakle over Kawasaki et al (US 5576075). 

Kawasaki teackes a metkod and apparatus for sonicating, filtering and coating. Colimin 
1, lines 5-15 and column 6, lines 35-55. A stream containing a dispersion is sukjected to a 
sonicating treatment. Column 2, lines 35-55. Tke dispersion contains primary particles. 



Application/Control Numter: 09/663,872 Page 4 

Art Unit: 1762 

Colviinn 1, lines 20-25 and column 6, lines 35-55. Tlie resxilting sonicated stream containing a 
dispersion comprised of de-agglomerated primary particles is tken filtered. Colmnn 6, lines 35- 

55. 

claim 2: tke filtered and sonicated stream is tken coated onto a receiver sxirface. Colnmn 
2, lines 45-55. 

Claim 5: tke primary particles are present in tke stream in an amount tkat is ketween 0- 
60 wt% kased on tke total weigkt of tke stream. See, for example, column 21, line 50 tkrougk 
column 22, line 25. 

Claim 6: tke de-agglomerated particles kave a volume average diameter tkan is ketween 
0.005 and 20 micrometers. See, for example, column 21, line 50 tkrougk coltmin 22, line 25 
(tke diameter of tke ferromagnetic particles is 0.08 micrometers, and tke tliickness of tke 
provided coating is 1.5 micrometers). 

Claim 10: tke earner for tke stream includes a continuous pkase liquid solvent. See, for 
example, colimin 21, line 50 tkrougk column 22, line 25 and column 15, line 55 tkrougk 
colmnn l6, line 5. 

Claim 12: tke sonication is accomplisked witk at least one ultrasonic memker. Colimin 4, 
lines 30-50 and column 6, lines 35-55. 

claim 13: tke ultrasonic memker is ketween 1 and 10 vJtrasonic koms. Column 4, lines 
30-50 and column 6, lines 35-55. 

Claim 14: tke de-agglomerated primary particles are furtker separated from tke stream, 
(note tke drying of tke solvent after coating). See colimm 22, lines 15-25. 
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Claim 17: tke re-agglomeration of tke de-agglomerated primary particles can occior. 
Column 8, lines 1-20. 

Claim 19: tke stream can furtker comprise a surfactant. Coliimn 17, line 45 tkrougk 
coliomn 18, line 15. 

Kawasaki teaches all the features of these claims except (1) that the particles are 
agglomerated Lefore Leing sonicated, (2) that the filtering removes ohjectionatle contaminants 
and its size (claims 8,9); (3) sonicating the filter media and when (claim 15, 24, 25), (4) the 
stream pressure measurement (claim 16), and (5) analyzing the sonicated stream (claim 18). 

However, it would have teen ohvious to one of ordinary skill in the art at the time the 
invention was made to modify Kawasaki to provide the missing features of these claims in order 
to provide a desiraLle coated surface. Specifically, it would have heen otvious to (1) modify 
Kawasaki to provide that the initial dispersion to he sonicated contains agglomerated particles 
with the expectation of achieving a desirahle de-agglomerated coating material, because Kawasaki 
teaches that the dispersion as initially provided is readily susceptible to agglomeration (see colimin 
1, lines 20-25 and 45-55) and Kawasaki provides no limitation on how long the dispersion can 
Le made hefore sonication treatment miist Le carried out, while providing specific times for when 
the treatment must he provided once sonication starts (see column 5, line 60 through column 6, 
line 30). (2) it would further have heen ohvious to modifjr Kawasaki to provide that the filtering 
removes otjectionaLle contaminants of a size larger than the de-agglomerated particles with an 
expectation of desirahle coating resialts, hecause Kawasaki teaches filtering the sonicated 
dispersion, and filtering Ly its very nature removes contaminants, and it would furi;her he 
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expected tKat tke contaminants wotild he larger tKan tke de-agglomerated particles, tecause tke 
filter must allow particles tke size of tke Je-agglomerateJ particles to pass tkrougk. (3) it would 
further kave keen okvious to modify Kawasaki to provide sonicating at tke filter media during or 
kefore coating witk tke expectation of providing a desirakle coating, kecause Kawasaki teackes 
multiple sonicating steps^ one of wkick cotJd efficiently ke done at tke filtering step, and tkat tkis 
can occur kefore coating starts, since an initial coating must ke provided kefore coating 
commences. (4) it would furtker kave keen okvious to modify Kawasaki to provide analyzing 
stream pressure kefore filtering witk tke expectation of providing a desirakle coating, kecause 
Kawasaki teackes filtering tke stream, and it is conventionally known in tke art of filtering tkat 
stream pressure affects tke results of filtering. (5) it would furtker kave keen okviotis to modify 
Kawasaki to provide analysing tke sonciated stream for various imdesirakle particles witk tke 
expectation of providing a desirakle coating, kecause Kawasaki teackes sonciating, and furtker 
provides examples of numerous analytical experiments on tke stream so as to provide tke 
optimiom coating (see tke examples). 

6. Claims 3, 4, 7 and 20 are rejected tmder 35 U.S.C. 103(a) as keing unpatentakle over 
Kawasaki as applied to claims 1-2, 5-6, 8-10, 12-19 and 24-25 akove, and furtker in view of 

Hockkerg (US 3890240). 

Kawasaki teackes all tke features of tkese claims except (1) tke coated pkotoreceptor 
surface (claim 3), (2) tke primary particles as toner (claims 4, 7), (3) tke pkotosensitive particles 
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(claim 20). Kawasaki does teack that tke svirface can be coated before tke application of tke 
filtered sonicated coating material. See column 2, lines 45-50. 

HockLerg teackes a process for providing liquid dispersions of toner materials to ke 
appked to a surface. Column 1, lines 5-15. Tke toner is in tke form of particles including carLon 
Mack and a dye or pigment, Colmnn 1, lines 55-68. Tke particles kave a tendency to 
agglomerate, and it is necessary to control tkis agglomeration to provide desirakle coating. 
Column 3, knes 15-35. As a way for dispersing tke particles, Hockkerg teackes kigk frequency, 
ultrasonic agitation. See column 20, lines 1-55. As taugkt, tke particles would ke pkotosensitive. 
See coltmin 1, lines 5-30. Tke toner is applied to a ckarged pkotoconductive layer. See column 
1, lines 15-30. 

It wotJd kave keen otvious to one of ordinary skill in tke art at tke time tke invention was 
made to modify Kawasaki to use tke sonicating process to also sonicate toner particles in 
dispersion as suggested ky Hockkerg witk an expectation of desirakle coating results, kecause 
Kawasaki teackes a desirakle sonication process to provide dispersed particles, and Hockkerg 
teackes tkat it is desirakle to sonicate toner particles in liquid to provide a desirakle dispersed 
dispersion. It wotJd furtker kave keen okvious to provide resin witk tke particles so as to provide 
a desirakle coating, given tke teacking of Hockkerg of using resin in tke toner dispersion (see 
column 1, lines 60-65). It would furtker kave keen okvious to modify Kawasaki in view of 
Hockkerg to provide a coating pkotoreceptor substrate so as to provide a desirakle coating, given 
tke teacking of Hockkerg of tke desirakility of coating of tke toner particles to suck a sukstrate 
(see colimin 1, lines 15-30). 
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7. claim 11 is rejected under 35 U.S.C. 103(a) as teing unpatentable over Kawasaki as 
applied to claims 1-2, 5-6, 8-10, 12-19 and 24-25 above, and furtker in view of Min et al (US 

4112549). 

Kawasaki teackes all tke features of tkese claims except tke gas carrier vekicle. 

Min teackes a process for sonicating a stream containing a dispersion of agglomerated 
primary particles. Colmnn 2, line 50 tkrougk column 3, line 10. Tke sonicated stream is 
furtker filtered. Column 4, lines 20-30. Tke stream includes a gas carrier, air. Colimin 3, lines 
30-35. 

It woiJd kave keen obvious to one of ordinary skill in tke art at tke time tke invention was 
made to modify Kawasaki to use tke sonicating process to also sonicate particles in dispersion in a 
gas stream as suggested by Min witk an expectation of desirable coating restdts, because Kawasaki 
teackes a desirable sonication process to provide dispersed particles, and Min teackes tkat it is 
desirable to sonicate suspended in air as well as liquid. 

Conclusion 

Any inquiry concerning tkis communication or earlier commimications from tke 
examiner skould be directed to Katkerine A. Bareford wkose telepkone numker is (703) 308- 
0078, Tke examiner can normally ke reacked on M-F(7:00-4:30) witk tke First Friday Off. 

if attempts to reack tke examiner by telepkone are imsuccessful, tke examiner's 
supervisor, Skrive P. Beck can be reacked on (703) 308-2333. Tke fax pkone numbers for tke 
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organization wKere tkis application or proceeding is assigned are (703) 872-9310 for regular 
communications and (703) 872-931 1 for After Final communications. 

Any inquiry o{ a general nature or relating to tke status of tkis application or proceeding 
skouli ke directed to tke receptionist wkose telepkone numker is (703) 308-0661. 



katherineaYareford 

PRIMARY EXAMINER 



